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Princeton University Press v. Michigan Document
Services, Inc.
99 F.3d 1381

INTRODUCTION

Plaintiffs, Princeton Uniiversity Press, Macmillan, Inc. and St.
Martin's Press, Inc. ("Publishers") brought a copyright infringement
action against the defendants, Michigan Document Services, Inc.
("MDS") and James M. Smith for duplicating copyrighted material
without paying royalties or permission fees. The United States
District Court for the Eastern District of Michigan entered judgment
in favor of the Publishers, and the defendants appealed.1 After a three
judge panel reversed the district court's holding, a rehearing en banc
was granted.2 The Court of Appeals for the Sixth Circuit held: (1)
the copy shop's preparation of coursepacks was not fair use; (2) the
infringement was not willful; and (3) the injunction prohibiting
infringement could extend to future copyrighted works.3
FACTS

MDS is a commercial copy shop that reproduced substantial
segments of copyrighted works of scholarship, bound the copies into
"coursepacks" and sold the coursepacks to college students at the
University of Michigan.4 Coursepacks have allowed professors to
narrowly tailor their courses by compiling selected readings.5 The
professor selects the materials to be included in the course pack, and
the physical production of the coursepacks is handled by commercial
1. Princeton University Press, Macmillan, Inc. and St. Martin's Press, Inc. v.
Michigan Document Services, Inc. and James M. Smith, 99 F.3d 1381 (6th Cir.
1996).

2.Id.
3.Id.
4. Id. at 1383.
5. Id. at 1384.
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copy shops.6 MDS is one of several copy shops which provides this
service for the University of Michigan.7 However, the difference
between MDS and other copy shops is that MDS did not request
permission from the copyright owners or pay the necessary royalties
to the copyright owners.8
In 1991, a Southern District of New York court found that a
Kinko's copy shop had violated the copyright statute by creating and
selling coursepacks without permission from the publishing houses
that held the copyrights.9 After the Kinko's case, copy shops around
the country began to obtain permission for the reproduction of their
coursepacks. MDS and Smith, however, chose not to take these
precautions. ° Smith consulted his attorney who advised him that
despite the flaws in the Kinko's decision, it was risky not to obtain
permission." Smith, however, advertised that professors who used
his services would not have any delays from waiting for permission
from publishers. 2 Accordingly, MDS attracted the attention of the
Publishers.13 Each of the publishers had a department for permission
requests, and the response time was a maximum of four weeks. 4
MDS and Smith never attempted to obtain permission from the
15
plaintiffs.
The Publishers allege copyright infringement of six works that
were exerpted without permission. 6 The books and amount copied
are as follows: Nancy J. Weiss, Farewell to the Party of Lincoln:
Black Politics in the Age of FDR (95 pages, 30% of book); Walter
Lippmann, Public Opinion (45 pages, 18% of book); Robert E.
Layne, PoliticalIdeology: Why the American Common Man Believes
What He Does (78 pages, 16% of book); Roger Brown, Social
6. Id.
7. Id.
8. Id.
9. Id. See Basic Books, Inc. v. Kinko's Graphics Corp., 758 F. Supp. 1522
(S.D.N.Y 1991).
10. Princeton University Press,99 F.3d at 1384.
11. Id.
12. Id.
13. Id.
14. Id.
15. Id.
16. Id.
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Psychology (52 pages, 8% of book); Milton Rokeach, The Nature of
Human Values (77 pages, 18%); James S. Olson and Randy Roberts,
Where the Domino Fell, American and Vietnam, 1945-1950 (17
pages, 5%)."
LEGAL ANALYSIS

Majority Opinion
It is not disputed that the copy shop acted without permission from
the copyright holders."i The main issue before the Court of Appeals
was whether the "fair use" doctrine obviated the need to obtain such
permission. i9 The fair use doctrine states that "the fair use of a
copyrighted work, including such use by reproduction in copies ... for

purposes such as criticism, comment, news reporting, teaching
(including multiple copies for classroom use), scholarship, or
research, is not an infringement of copyright."2' To determine if a use
is a fair use, the court considered the following factors: (1) the
purpose and character of the use, including whether such use is of a
commercial nature or is for nonprofit educational purposes; (2) the
nature of the copyrighted work; (3) the amount and substantiality of
the portion used in relation to the copyrighted work as a whole; and
(4) the effect of the use upon the potential market for or value of the
copyrighted work. 1
Initially, the court considered the effect of the use upon the
potential market for or value of the copyright.22 The burden of proof
as to market harm rests with the copyright holder if the challenged
use is of a noncommercial nature. 3 However, the burden of proof is
on the defendant if the use is of a commercial one.24 The court first
17. Id. at 1384-85.
18. Id. at 1383.
19. Id.
20. 17 U.S.C.§107 (1988).
21. Princeton University Press,99 F.3d at 1385.
22. Id. See Harperand Row Publishers,Inc. v. Nation Enters, 471 U.S. 539
(1985).
23. Princeton University Press,99 F.3d at 1385-86.
24. Id.
Published by Digital Commons@DePaul, 2016
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concluded that the challenged use was a commercial use because the
duplication was performed by a for-profit organization that was trying
to maintain an edge over the competition by not paying the fees."
The court next held that even if the Publishers did have the burden of
proof to show market harm, they sufficiently satisfied their burden.26
The Sixth Circuit followed the Supreme Court test used in Harper
and Row v. Nation Enters to find market harm.27 The court found
persuasive the fact that the plaintiffs' income from permission fees
was close to $500,000.28 If copy shops across the nation refused to
obtain permission and pay royalty fees, the publishers' income would
decrease and the potential value of the copyrighted works of
scholarship published would be diminished.29 The court also found
convincing the fact that three professors stated in affidavits that they
would not be deterred from assigning the same material even if they
had to pay a fee."
The court addressed the other factors only briefly believing they
were not as important as the effect on potential market of the
copyrighted work.31 As stated above, the court found the nature of
the copying to be commercial.32 Smith argued that if the copying had
been done by the professors themselves, the use would have fallen
into the fair use doctrine.33 The court declined to address this issue
refusing to allow a for-profit defendant to stand in the shoes of nonprofit customers." The court's decision was influenced by a House
Judiciary Committee report which stated that a non-profit
organization cannot, through contractual relations with a commercial
organization, authorize a commercial group to carry out the
reproduction and distribution of copyrighted works that would be
25. Id. at 1386.
26. Id.
27. Id. at 1387 (holding that if the challenged use should become widespread,
it would adversely affect the potential market for the copyrighted material).
28. Princeton University Press,99 F.3d at 1387.
29. Id.
30. Id.at 1388.
31. Id.
32. Id. at 1389.
33. Id.
34. Id.
https://via.library.depaul.edu/jatip/vol7/iss2/9
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exempt if done by the non-profit organization itself."
The second factor, the nature of the copyrighted work, was not
disputed because the defendants conceded that the excerpts contained
creative material. 6 The court concluded that the third factor, which
involved an assessment of the amount and substantiality of the copied
work, did not support a finding of fair use. 37 The fact that the
professors chose the excerpts was convincing evidence of the value
of the material.3" To determine the amount and substantiality of
amount copied, the court looked to the legislative history of the
Copyright Act of 1976 ("Act"). 39 During the negotiations of the Act,
a committee produced the "Agreement on Guidelines for Classroom
Copying in Not-for-Profit Educational Institutions With Respect to
Books and Periodicals," commonly referred to as "Classroom
Gaidelines."40 The Classroom Guidelines provide a general idea of
the type of educational copying Congress had in mind. 41 The
Classroom Guidelines clearly establish that unauthorized copying to
create "anthologies, compilations, or collective works" is prohibited.42
The court concluded that although the changes in technology and
teaching practices since the passage of the Copyright Act in 1976 may
not have been anticipated by Congress, only Congress has the
authority to change the law.43
The court further reviewed the district court's finding that MDS's
infringement was willful.' A finding of willfulness could permit an
45
increase in the amount of damages awarded by the court. "Willful"
conduct was defined to mean "with knowledge that the defendant's
35. Id. (citing H.R. Rep. No. 1476, 94th Cong., at 74 (1976), U.S.C.C.A.N.
5659, 5687-88).
36. Princeton University Press,99 F.3d at 1389.
Id.
Id.
Id. at 1390.
Id.
41. Id.
37.
38.
39.
40.

42. Id. (citing H.R.Rep. No. 1476 at 69.)
43. Princeton University Press,99 F.3d at 1391.
44. Id. at 1392.
45. Id.
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conduct constitutes copyright infringement. 4 6 The court further
defined innocent infringement47 Innocent infringement occurs when
one who has been notified that his conduct constitutes copyright
infringement, but who reasonably and in good faith believes the
contrary.48 The court held that this was not willful conduct.49 The
Publishers did not contest MDS and Smith's good faith, but rather
contested the reasonableness of this belief 5 As such, the Court of
Appeals remanded the case for reconsideration of the damages to be
awarded."
Lastly, the court considered the injunctive relief provided by the
district court.5 2 The district court ordered that the defendants were
"enjoined from copying any of plaintiffs' existing or future
copyrighted works without first obtaining the necessary
permission."53 The Sixth Circuit, unsure whether the district court
considered what type of copying may be a fair use, ordered on
remand that the district court state the scope of the injunction more
precisely.54 Consequently, the injunction prevented MDS from
copying any excerpts from Publishers' materials, regardless of
whether the material is protected by copyright law or whether the
copying falls into a fair use."
DissentingOpinions
The opinion emphasizes the notion that the fair use doctrine is one
of the most unsettled areas of law. 6 The potential for reasonable
46. Id. (citing MELVILLE B. NIMMER & DAVID NIMMER, 3 NiMMER ON
COPYRIGHT §14.04[]B] [3] (1996)).
47. Princeton University Press,99 F.3d at 1392.

48. Id.
49. Id.
50. Id.
51. Id.
52. Id.

53. Id.(citing Princeton University Press, Macmillan, Inc., and St. Martin Press,
Inc. v. Michigan Document Services, Inc. and James M. Smith, 855 F. Supp. 905,
913 (E.D.Mich.1994)).
54. Princeton University Press,99 F.3d at 1392.
55. Id. at 1397.
56. Id at 1392.
https://via.library.depaul.edu/jatip/vol7/iss2/9
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disagreement is illustrated by the fact that three dissents were filed
with the opinion.
The first dissenting judge concluded there was no economic harm
to the Publishers that outweighed the benefits provided by MDS."8
MDS' copying promoted scholarship and higher education. 9 This
first dissent suggested that the majority's strict reading of the fair use
doctrine would hinder scholastic progress throughout the nation's
universities because of the additional delays and costs that ultimately
would be handed down to the students.6"
The second dissenting judge concluded that the plain language of
the statute allowed the copying by copy shops under the fair use
doctrine.6 The dissent also explained,that even if the plain language
of the statue which allows "multiple copies for classroom use" were
less clear, the Sixth Circuit erred in its analysis of the four factors and
MDS' copying of the excerpts constituted fair use.62
The third dissent judge agreed with the majority in that the four
factors enumerated in section 107 of the Copyright Act were to be
considered in the court's analysis.6" However, the dissent disagreed
with the majority's ultimate conclusion and found the copy shop
coursepacks to be a fair use.' The dissent disagreed with the
majority on three sub-issues in reaching its conclusion.6" First, the
dissent concluded that the loss of permission fees did not show
market effect.66 Second, the permission fees were not an important
incentive to authors to create new works.67 Unlike the majority, the
dissent explained that authors were driven by personal and
professional reasons such as making a contribution and enhancing
professional reputations, rather than monetary incentives. 68 Third, the
57. Id.
58. Id. at 1393.

59. Id.
60.
61.
62.
63.
64.

Id. at
Id. at
Id. at
Id. at
Id. at

1393-94.
1394.
1395.
1399.
1397.

65. Id.
66. Id.
67. Id. at 1410.

68. Id.
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dissent explained that the court should not have relied on the
legislative history, specifically the Classroom Guides, in determining
the issue of classroom use because legislative history is inappropriate
and irrelevant except to clarify an ambiguity in the statute.69
CONCLUSION

In sum, the Sixth Circuit held that the copy shop's preparation of
the coursepacks was not a fair use and the infingement was not
willful. Further, the court remanded the case for reconsideration of
damages.

Diane Ouchi

69. Id. at 1398, 1411.
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